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DETAILED ACTION 
Response to Arguments 

1 . Applicant's arguments with respect to claims 1-7, 9-17, 19, and 20 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 6, 13, and 15-17 are rejected under 35 U.S.C. 102(b) as being anticipated 
by US 5,376,790 (Linker et al.). 

With respect to the limitations of claim 6, the reference to Linker et al. discloses a 
method for detecting the roughness of a medium surface, comprising the steps of: 
engaging a medium surface (104) with a surface-engaging member (101), see col. 1, 
lines 59-64; projecting light energy (402) towards a reflective member (102) associated 
with the surface-engaging member (101) in a manner in which the light energy is 
reflected by the reflective member (102); receiving light energy (406) that is reflected by 
the reflective member (102); and ascertaining, from the received light energy, a 
roughness measurement (i.e. an image) of the medium surface's roughness, col. 2, 
lines 49-59. 
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With respect to the limitation of claim 13, the reference to Linker et al. discloses 
that the light energy projected towards the reflective member comprises a visual light 
from an LED, col. 9, lines 26-27. 

With respect to the limitations of claim 15, the reference to Linker et al. discloses 
a scanning probe microscope, comprising: a surface-engaging member (101, 102) 
configured to physically engage a medium surface (104) and to move in response to 
variations along the medium surface, see col. 1, lines 59-64; an electromagnetic 
radiation emitting device (400) to direct electromagnetic radiation towards the surface- 
engaging member (101, 102); and a sensor (406) configured to receive electromagnetic 
radiation from the surface-engaging member (102). 

With respect to the limitation of claim 16, the reference to Linker et al. discloses 
that the surface-engaging member (101, 102) is a cantilever. 

With respect to the limitation of claim 17, the reference to Linker et al. discloses 
that the electromagnetic radiation source is configured to project light, col. 9, lines 26- 
27. 



Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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5. Claims 1-5, 7, 9-14, and 19-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US 5,376,790 (Linker et al.) in view of "Atomic Force Microscope 
Topographical Explanation of Paper Gloss Anomalies" (Wygant) and US 5,934,140 
(Jackson et al.). 

With respect to the limitations of claim 1 , the reference to Linker et al. discloses a 
scanning probe microscope, comprising: a surface-engaging member (101, 102) 
configured to physically engage a medium surface (104), the surface-engaging member 
comprising a flexure material body (102) that is supported in a cantilevered disposition 
proximate a piece of medium (104); a reflective member joined with the surface- 
engaging member (102); one or more light sources (400) in operable proximity to the 
reflective member (102) and configured to project light energy toward the reflective 
member (102); and a position detector (406) mounted in operable proximity to the 
reflective member (102) and configured to receive light energy that is reflected from the 
reflective member (102), the surface-engaging member (101, 102) being configured for 
displacement by the medium's surface in accordance with variations in the roughness of 
the surface sufficiently so that light that is reflected by the reflective member and 
received by the position detector can be utilized to ascertain a measure of the medium 
surface's roughness. The reference to Linker et al. fails to disclose a printed medium or 
associating the surface-engaging member with a printer. 

The reference to Wygant discloses the use of an atomic force/scanning probe 
microscope to measure topographical data, including roughness, of paper. Utilizing an 
atomic force/scanning probe microscope to determine roughness data of paper would 
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have been obvious to one of ordinary skill in the art because scanning probe 
microscopy offers the highest resolution available for studying paper coating surfaces 
and one would be motivated to use the best technology available. The references to 
Linker et al. and Wygant both fails to disclose an optical deflection system associated 
with a printer. 

The reference to Jackson et al. discloses a paper property sensing system, 
comprising: a printer (9); a surface-engaging member (112) associated with the printer 
and configured to physically engage a medium surface, the surface-engaging member 
comprising a flexure material body that is supported in a cantilevered disposition 
proximate a piece of medium (116) to be printed upon by the printer (9); one or more 
light sources (120) in operable proximity to a reflective portion of the surface-engaging 
member (112) and configured to project light energy toward the reflective portion of the 
surface-engaging member (1 12); and a position detector (122) mounted in operable 
proximity to the reflective portion of the surface-engaging member (112) and configured 
to receive light energy that is reflected from the reflective portion of the surface- 
engaging member. Modifying the roughness measurement means of Linker et al. in 
view of Wygant such that it can be placed within a printer would have been obvious to 
one of ordinary skill in the art as a means of providing continuous adjustment of paper 
handling qualities as well as providing continuous adjustment of image transfer 
capabilities. 

With respect to the limitations of claims 2, 3, 10, and 1 1 , the references to Linker 
et al. and Wygant both fail to modulate one or more print parameters. The reference to 
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Jackson et al. discloses the use of a controller (38) that controls and coordinates the 
operations of the reproductive machine (9). The reference further states that the 
various measurements gathered may allow one to enable control of proper paper paths 
and process parameters, like fuser temperature (col. 8, lines 51-54). Providing means 
for modulating print parameters would have been obvious to one of ordinary skill in the 
art as a means for providing consistent printing quality. 

With respect to the limitation of claim 4, the references to Linker et al. and 
Wygant both fail to disclose that the flexure material body is comprised of metal. The 
reference to Jackson et al. discloses that the flexure body (112) may be metal as used 
in the embodiments of Figures 2A and 2B. Providing a metal flexure body would have 
been obvious to one of ordinary skill in the art as a means for providing a rugged yet 
sensitive surface engaging device, while also keeping the reflective features of the 
flexure member. 

With respect to the limitation of claim 5, the reference to Linker et al. discloses a 
flexure material body (102) having first and second ends, wherein the body of the 
flexure member (102) tapers between the two ends. 

With respect to the limitation of claim 9, the references to Linker et al. and 
Jackson et al. both disclose that their respective light sources are comprised of visible 
light sources, i.e. LEDs. 

With respect to the limitation of claim 12, the reference to Linker et al. discloses 
that the position detector (406) is sensitive and calibrated to detect movement of light 
reflected by the reflective member (102), col. 8, lines 13-28. 
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With respect to the limitations of claims 7, 14, 19 and 20, the references to Linker 
et al. fails to modulate one or more print parameters. 

The reference to Wygant discloses the use of an atomic force/scanning probe 
microscope to measure topographical data, including roughness, of paper. The 
reference to Wygant also fails to modulate one or more print parameters. 
The reference to Jackson et al. discloses a paper property sensing system, comprising: 
a printer (9); a surface-engaging member (112) associated with the printer and 
configured to physically engage a medium surface, the surface-engaging member 
comprising a flexure material body that is supported in a cantilevered disposition 
proximate a piece of medium (116) to be printed upon by the printer (9); one or more 
light sources (120) in operable proximity to a reflective portion of the surface-engaging 
member (112) and configured to project light energy toward the reflective portion of the 
surface-engaging member (112); and a position detector (122) mounted in operable 
proximity to the reflective portion of the surface-engaging member (112) and configured 
to receive light energy that is reflected from the reflective portion of the surface- 
engaging member. Additionally, the reference to Jackson et al. discloses the use of a 
controller (38) that controls and coordinates the operations of the reproductive machine 
(9). The reference further states that the various measurements gathered may allow 
one to enable control of proper paper paths and process parameters, like fuser 
temperature (col. 8, lines 51-54). Providing means for modulating print parameters 
would have been obvious to one of ordinary skill in the art as a means for providing 
consistent printing quality. 
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With respect to the limitations of claim 21 , the reference to Linker et al. 
discloses a scanning probe microscope, comprising: a surface-engaging member (101, 
102) configured to physically engage a medium surface (104), the surface-engaging 
member comprising a flexure material body (102) that is supported in a cantilevered 
disposition proximate a piece of medium (104); a reflective member joined with the 
surface-engaging member (102); one or more light sources (400) in operable proximity 
to the reflective member (102) and configured to project light energy toward the 
reflective member (102); and a position detector (406) mounted in operable proximity to 
the reflective member (102) and configured to receive light energy that is reflected from 
the reflective member (102), the surface-engaging member (101, 102) being configured 
for displacement by the medium's surface in accordance with variations in the 
roughness of the surface sufficiently so that light that is reflected by the reflective 
member and received by the position detector can be utilized to ascertain a measure of 
the medium surface's roughness wherein the position sensor is sensitive and is 
calibrated to detect movement of light reflected by the reflective member, coL 8, lines 
13-28. The reference to Linker et al. fails to disclose a printed medium or associating 
the surface-engaging member with a printer. 

The reference to Wygant discloses the use of an atomic force/scanning probe 
microscope to measure topographical data, including roughness, of paper. Utilizing an 
atomic force/scanning probe microscope to determine roughness data of paper would 
have been obvious to one of ordinary skill in the art because scanning probe 
microscopy offers the highest resolution available for studying paper coating surfaces 
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and one would be motivated to use the best technology available. The references to 
Linker et al. and Wygant both fails to disclose an optical deflection system associated 
with a printer. 

The reference to Jackson et al. discloses a paper property sensing system, 
comprising, a printer (9); a surface-engaging member (112) associated with the printer 
and configured to physically engage a medium surface, the surface-engaging member 
comprising a flexure material body that is supported in a cantilevered disposition 
proximate a piece of medium (116) to be printed upon by the printer (9); one or more 
light sources (120) in operable proximity to a reflective portion of the surface-engaging 
member (112) and configured to project light energy toward the reflective portion of the 
surface-engaging member (112); and a position detector (122) mounted in operable 
proximity to the reflective portion of the surface-engaging member (112) and configured 
to receive light energy that is reflected from the reflective portion of the surface- 
engaging member. Modifying the roughness measurement means of Linker et al. in 
view of Wygant such that it can be placed within a printer would have been obvious to 
one of ordinary skill in the art as a means of providing continuous adjustment of paper 
handling qualities as well as providing continuous adjustment of image transfer 
capabilities. 

Double Patenting 

6. A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
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discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Millerv. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 

7. Applicant is advised that should claim 12 be found allowable, claim 21 will be 
objected to under 37 CFR 1.75 as being a substantial duplicate thereof. When two 
claims in an application are duplicates or else are so close in content that they both 
cover the same thing, despite a slight difference in wording, it is proper after allowing 
one claim to object to the other as being a substantial duplicate of the allowed claim. 
See MPEP § 706.03(k). 

8. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
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by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

9. Claim 1 is rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1, 2, and 8 of U.S. Patent No. 6,629,452. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because of the following reasons. First, the claimed recitation of paper in 
the patent claims is obvious over the limitation of a medium as recited in the application 
claim. 

Secondly, with respect to claim 2 of the patent reciting a cantilever structure, this 
limitation is recited in application claim 1, i.e. cantilevered disposition. The application 
claim further recited a flexure material body. The examiner takes the position that this 
feature, the flexure material body, as recited in application claim 1, is inherent to the 
teachings of the structure recited in claims 1 and 2 of the patent. Specifically, a 
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cantilever that does not flex would be unable to identify the minute topographical 
features of the paper and would therefore be inoperative. Therefore, the cantilever, in 
order to perform its intended function, must have some flexibility. 

Lastly, with respect to the limitation of claim 8 of the patent reciting a flexure 
material body, this limitation is also recited in application claim 1. The application claim 
further recites a cantilevered disposition. The examiner takes the position that this 
feature, the cantilevered disposition, as recited in application claim 1, is inherent to the 
teachings of the structure recited in claims 1 and 8 of the patent. Specifically, a flexure 
member that is not cantilevered would have difficulty is measuring the minute 
topographical features of the paper because both ends of the flexure member would be 
fixed, whereas a cantilever having one fixed end and one free end would have the 
ability to accurately measure the minute details of the paper's surface. Moreover, the 
light reflected from a fixed flexure member would most likely cause interference with the 
incoming light further complicating the accuracy of the invention. Additionally, viewing 
the claim in light of the specification, applicant only discloses a flexure material body 
that is supported in a cantilevered fashion, therefore, it is the examiner's position that 
the flexure material body would inherently have a cantilever structure as well. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The prior art to Wygant (Pigment Coating and Surface Sizing of Paper) discloses 
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the various techniques available for characterizing paper coating structures. One 
technique disclosed includes scanning probe microscopy. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Daniel S. Larkin whose telephone number is 571-272- 
2198. The examiner can normally be reached on 8:00 AM - 5:00 PM Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hezron Williams can be reached on 571-272-2208. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Daniel Larkin 

AU 2856 

26 January 2006 




